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Appellants submit this Appeal Brief in the above-referenced application. A Notice of 
Appeal was filed on March 1 , 2005. 

REAL PARTY IN INTEREST 

Agency.com, Ltd. is the real party in interest for all issues related to this application. 

RELATED APPEALS OR INTERFERENCES 

There are no other appeals, interferences, or judicial proceedings known to Appellants, 
Appellants' legal representative, or assignee which may be related to, directly affect or be 
directly affected by or have a bearing on the Board's decision in the pending appeal. 

STATUS OF CLAIMS 

This application contains claims 27-38. Claims 27-38 stand finally rejected. Claims 27- 
38 are the subject of this appeal. Claims 1-26 are canceled. 
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STATUS OF AMENDMENTS 

A Response After Final Rejection Under 37 CFR §1.116 was filed in this application on 
December 30, 2004. An Advisory Action mailed February 9, 2005 states that the Response 
would not be entered because it raises new issues that would require further consideration 
and/or search. The Advisory Action further states that the Response was briefly considered and 
does not overcome the anticipation and obviousness rejections over prior art. No other 
amendments were filed subsequent to the final rejection. 

SUMMARY OF CLAIMED SUBJECT MATTER 

There are two independent claims involved in this appeal. 

Independent claim 27 recites a method of indicating whether items on a shopping list are 
located in the vicinity of a shopper (page 4, II. 18-29). A shopping list may be stored in a 
portable computer device, such as the Personal Digital Assistant (PDA) in Fig. 1 (page 4, II. 19- 
24). For example, while shopping, a shopper may download a shopping list to the shopper's 
PDA by connecting to a web-enabled kiosk, shown as WK in Fig. 1, which gets the shopping list 
from the shopper's personal database. The PDA may receive a signal from a short-range, local 
wireless communications system located in a store (page 4, II. 24-26) and may determine from 
the received signal whether any item on the shopping list is available in the store (page 4, II. 27- 
29). For example, the shopper's PDA may receive a signal from transmitters positioned around 
the store that broadcast a list of the items available (page 4, II. 24-26). In this example, the PDA 
may then determine which items on the shopper's shopping list match those broadcasted by the 
store's transmitters (page 4, II. 26-28). If any of the items on the shopping list are determined to 
be available, the PDA may provide an indication of such to the device's user (page 4, II. 27-29). 
For example, in one embodiment the PDA may alert the shopper by highlighting those items 
that are available and omitting highlights for those items that are not available. (Fig. 1; page 4, 
II. 18-29). 

Independent claim 33 recites a "machine readable medium," but otherwise is 
substantially similar to claim 27. In particular, independent claim 33 recites a machine readable 
medium having embodied thereon instructions executable by a processor to perform a method 
such as the method of claim 27 (Fig. 1, PDA; page 4, II. 18-29). As in claim 27, a shopping list 
may be stored in a portable computer device, such as the PDA in Fig. 1 (page 4, II. 19-24). The 
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portable computer device may receive a signal from a short-range, local wireless 
communications system located in a store (page 4, II. 24-26) and may determine from the 
received signal whether any item on the shopping list is available (page 4, II. 27-29). If any of 
the items on the shopping list are determined to be available, the portable computer device may 
provide an indication to the device's user that the item is available (page 4, II. 27-29). 

GROUNDS OF REJECTION TO BE REVIEWED 

The Final Rejection (a) rejects claims 27-29, 31, 33-35, and 37 under 35 U.S.C. §1 02(e) 
as anticipated by Petrovich (USP 6,101,483); (b) rejects claims 30 and 36 under 35 U.S.C. 
§1 03(a) as obvious over Petrovich in view of Borgstrom (USP 6,783,053); and (c) rejects claims 
32 and 38 under 35 U.S.C. §1 03(a) as obvious over Petrovich in view of Nambudiri (USP 
6,650,214). 

ARGUMENT 

A. The rejections of claims 27-29, 31, 33-35, and 37 as anticipated by Petrovich 
are improper because Petrovich does not disclose whether an item is available 

Claims 27-29, 31, 33-35, and 37 were rejected under 35 U.S.C. § 102 as anticipated by 
Petrovich. This rejection is not proper because Petrovich does not disclose each and every 
element of the claim, as is required for an anticipation rejection. See MPEP §2131. In 
particular, Petrovich does not disclose a method that determines "whether any item on the 
shopping list is available " or that "provid[es] an indication to the user of the portable computer 
device that the item is available ," as recited respectfully in claims 27 and 33 (emphasis added). 

On the contrary, Petrovich merely indicates whether the user is not on an efficient path 
toward an item. In particular, Petrovich discloses communicating a message "advising the user 
58 when the user 58 has deviated from the efficient path 104." See Petrovich, col. 10, II. 44-47. 
Petrovich is completely silent as to what message is communicated if the item is not available. 
If an audio tone is produced when a user deviates from an inefficient path, for example, the user 
would not be able to determine from such a tone whether the item is or is not available in the 
store. Thus, Petrovich does not teach or suggest determining whether an item is "available" in 
the store or providing an indication to the user that the item is "available" in the store, as recited 
in claims 27 and 33. 
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There is a clear distinction between Petrovich's method of directing a user through the 
store and Appellant's method of determining whether an item is available in the store. There is 
no teaching or suggestion in Petrovich that, if an item is not available in a store, a message is 
communicated to the user that the item is not available. By contrast, in Appellant's claimed 
method, if the item is not available in the store, the user is alerted that the item is not available, 
for example by an alert in the form of an absence of highlighting of the item on the user's PDA. 
See specification, page 4, II. 27-29. 

In response to Appellant's pointing out this distinguishing feature, the Advisory Action 
mailed February 9, 2005 states: 

Petrovich's teaching that a shopper is guided through the store in an 
efficient manner according to the shopping list inherently means that that(sic) the 
shopper is provided with an indication that the item is available in the store, 
(emphasis added). 

To be inherent in a reference, however, "the extrinsic evidence 'must make clear that the 
missing descriptive matter is necessarily present in the thing described in the reference. . . ."' [n 
re Robertson , 169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999) (quoting 
Continental Can Co. v. Monsanto Co. . 948 F.2d 1264, 1268, 20 USPQ2d 1746, 1749 (Fed. Cir. 
1991)). The fact that something may occur given a set of circumstances is not sufficient to 
prove inherency. In re Oelrich , 666 F.2d 578, 581, 211 USPQ 323 (CCPA 1981). Moreover, 
to prove inherency of a claimed feature in a prior art reference, the Examiner must "provide 
some evidence or scientific reasoning to establish the reasonableness of the examiner's belief 
that the functional limitation is an inherent characteristic of the prior art." Ex parte Skinner 2 
USPQ2d 1788 (BAPI 1986). 

Petrovich's method indicates whether the user is not on an efficient path toward an item. 
The steps of determining whether an item is "available" in the store or providing an indication to 
the user that the item is "available" in the store are not necessarily present in the method 
described in Petrovich. As discussed above, Petrovich could provide the same indication to 
when an item is not available in the store as when the user is not on an efficient path towards 
the item. Moreover, the Examiner has not provided any evidence or scientific reasoning to 
prove that Petrovich's method inherently teaches or suggests determining whether an item is 
"available" in the store or providing an indication to the user that the item is "available" in the 
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store, as recited in claims 27 and 33. If the item is not available in the store, it is not at all 
inherent that Petrovich's method communicates to the user that the item is not available. 

For at least the above reasons, it is submitted that claims 27 and 33 are not anticipated 
by Petrovich. Claims 28, 29, 31, 34, 35, and 37 are not anticipated by Petrovich for the same 
reasons based on their dependency from these independent claims. Reversal of these 
rejections is requested. 

B. The rejections of dependent claims 30 and 36 as obvious over Petrovich in view of 
Borgstrom should be reversed for the same reasons as claims 27 and 33 

Claims 30 and 36 depend from one of claims 27 and 33. As discussed above, Petrovich 
fails to teach or suggest determining whether an item is "available" in the store or providing an 
indication to the user that the item is "available" in the store, as recited in claims 27 and 33. 
These deficiencies of Petrovich are not corrected by Borgstrom because Borgstrom also fails to 
teach or suggest determining whether an item is "available" in the store or providing an 
indication to the user that the item is "available" in the store, as recited in claims 27 and 33. 
The Examiner does not rely on Borgstrom for this teaching. 

Moreover, even if a person of ordinary skill in the art were to combine Petrovich and 
Borgstrom, there is no evidence of a motivation to modify such a combined device as would be 
required to provide Appellants' claimed invention. See, e.g., In re Zurko , 258 F.3d 1379, 1386, 
59 USPQ2d 1693 (Fed. Cir. 2001) (holding that to support an obviousness rejection, there must 
be "concrete evidence in the record" of a motivation to combine or modify the references as 
asserted.) For obviousness purposes, the issue of motivation must be supported by citations to 
some authority and may not be resolved "on subjective belief and unknown authority." In re 
Lee , 277 F.3d 1338, 1345, 61 USPQ2d 1430 (Fed. Cir. 2002). Here, even if Petrovich and 
Borgstrom were combined, there is no evidence of record which would teach or suggest to a 
person of ordinary skill in the art a step of determining whether an item is "available" in the store 
or of providing an indication to the user that the item is "available" in the store, as recited in 
claims 27 and 33. 

For at least the above reasons, claims 30 and 36 are not obvious over Petrovich in view 
of Borgstrom. Reversal of these rejections is requested. 
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C. Rejections of claims 32 and 38 as obvious over Petrovich in view of Nambudiri 
should be reversed for the same reasons as claims 27 and 33 

Claims 32 and 38 depend from one of claims 27 and 33. As stated previously, Petrovich 
fails to teach or suggest determining whether an item is "available" in the store or providing an 
indication to the user that the item is "available" in the store, as recited in claims 27 and 33. 
These deficiencies of Petrovich are not corrected by Nambudiri. Nambudiri discloses 
generating a list of ingredients in a recipe and storing the list to a portable terminal. See, e.g., 
Nambudiri, col. 12, II. 36-39. However, Nambudiri does not teach or suggest determining 
whether an item is "available" in the store or providing an indication to the user that the item is 
"available" in the store, as recited in claims 27 and 33. Therefore, combining Nambudiri with 
Petrovich would still not provide Appellants' claimed invention. 

Moreover, even if a person of ordinary skill in the art were to combine Petrovich and 
Nambudiri, there is no evidence of a motivation to modify such a combined device as would be 
necessary to provide Appellants' claimed invention, as required by the cases discussed above. 

For at least the above reasons, claims 32 and 38 are not obvious over Petrovich in view 
of Nambudiri. Reversal of these rejections is requested. 

CONCLUSION 

Appellants respectfully request reversal of the rejections of claims 27-38. These claims 
are allowable over the cited art. 
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CLAIMS APPENDIX 



1 - 26 (Cancelled). 

27. A method of indicating whether items on a shopping list are located in the vicinity of a 
shopper, the method comprising: 

storing a shopping list in a portable computer device, wherein the shopping list 
comprises a plurality of items; 

receiving a signal at the portable computer device from a short-range, local wireless 
communications system located in a store; 

determining from the received signal at the portable computer device whether any item 
on the shopping list is available in the store; and 

if any of the items on the shopping list are determined to be available in the store, 
providing an indication to a user of the portable computer device that the item is available in the 
store. 

28. The method of claim 27, wherein the short-range, local wireless communication signal is 
sent from a location in the store that is within the vicinity of the portable computer device, and 
wherein the indication provided to a user indicates that the item is within the vicinity of the user. 

29. The method of claim 27, wherein the portable computer device is a personal digital 
assistant. 

30. The method of claim 27, wherein the short-range, local wireless communications system 
complies with the Bluetooth communications standard. 

31 . The method of claim 27, wherein the step of storing a shopping list in the portable 
computer device comprises downloading the shopping list from the Internet at a location inside 
of the store. 

32. The method of claim 27, wherein the step of entering a shopping list in the portable 
computer device comprises: 
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receiving a selection of a recipe from a user; 

determining a list of items based on ingredients specified in the recipe; and 
storing the list of items on the portable computer device. 

33. A machine readable medium having embodied thereon instructions executable by a 
processor to perform a method, the method comprising: 

storing a shopping list in a portable computer device, wherein the shopping list 
comprises a plurality of items; 

receiving a signal at the portable computer device from a short-range, local wireless 
communications system located in a store; 

determining from the received signal at the portable computer device whether any item 
on the shopping list is available in the store; and 

if any of the items on the shopping list are determined to be available in the store, 
providing an indication to a user of the portable computer device that the item is available in the 
store. 

34. The machine readable medium of claim 33, wherein the short-range, local wireless 
communication signal is sent from a location in the store that is within the vicinity of the portable 
computer device, and wherein the indication provided to a user indicates that the item is within 
the vicinity of the user. 

35. The machine readable medium of claim 33, wherein the portable computer device is a 
personal digital assistant. 

36. The machine readable medium of claim 33, wherein the short-range, local wireless 
communications system complies with the Bluetooth communications standard. 

37. The machine readable medium of claim 33, wherein the step of storing a shopping list in 
the portable computer device comprises downloading the shopping list from the Internet at a 
location inside of the store. 

38. The machine readable medium of claim 33, wherein the step of entering a shopping list 
in the portable computer device comprises: 
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receiving a selection of a recipe from a user; 

determining a list of items based on ingredients specified in the recipe; and 
storing the list of items on the portable computer device. 
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EVIDENCE APPENDIX 

There is no evidence provided pursuant to Rule 1.130, 1.131, or 1.132, or any evidence 
entered by the Examiner and relied upon by Appellants. 
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RELATED APPEALS APPENDIX 

There are no other appeals, interferences, or judicial proceedings known to Appellants, 
Appellants' legal representative, or assignee which may be related to, directly affect or be 
directly affected by or have a bearing on the Board's decision in the pending appeal. 
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